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DETAILED ACTION 



Response to Arguments 

1 . Applicant traverses the restriction requirement on the grounds that the examiner did not 
provide a sufficient basis for restriction (Remarks, page 2). Applicant's traversal is found 
persuasive and the restriction requirement is hereby withdrawn. 

2. Applicant also traverses the 103 rejection of claims 1-7 under 35 USC 103 as being 
obvious over US 5,424,1 15 issued to Stokes in view of US 3,427,376 issued to Dempsey 
(Remarks, pages 2-3). The arguments thereto have been considered and found persuasive. Thus, 
said rejection is hereby withdrawn. 



Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such foil, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 1-8 are rejected under 35 U.S.C. 1 12, first paragraph, as based on a disclosure 
which is not enabling. An elastomer-coated backup roll having a Shore A hardness of 50-80 
critical or essential to the practice of the invention, but not included in the claims is not enabled 
by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). In 
applicant's traversal of the prior art rejection, applicant states, "the bonding parameters required 
to obtain the conditions/results of claim 1, i.e. such that the bonds are not translucent, include 
using an elastomer-coated backup roll having a Shore A hardness of 50-80, embossing roll 
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temperatures between about 160-190 C and bonding pressures which are the minimum necessary 
to provide structural integrity to the nonwoven sheet" (Remarks, sentence spanning pages 2-3). 
Additionally, the specification teaches, "In contrast [to the prior art processes], according to the 
process of the present invention, a much softer backup roll of 60-70 Shore A is employed, in 
order to reduce the pressure applied from each point of the embossed pattern." (Specification, 
page 5, lines 20-22.) Thus, it is argued that the claims are not enabled since the critical element 
of the Shore A hardness for the elastomer-coated backup roll is not recited. 

Claim Rejections - 35 USC § 102/103 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1,8, 15, and 16 are rejected under 102(b) as being anticipated by, or in the 
alternative, under 35 USC 103(a) as being unpatentable over US 5,851,936 issued to Marshall. 

Marshall discloses a flash spun film-fibril nonwoven sheet that is point bonded on both 
sides and has an opacity of greater than 85%, preferably 90% (abstract, col. 1, lines 56-60, col. 3, 
lines 14-33, and col 5, lines3-7). Presumably, to have an opacity as disclosed by Marshall, the 
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bonding temperature, pressure, and residence time must inherently be sufficient to produce the 
non-translucent bond points. The burden is upon applicant to prove otherwise. In re Fitzgerald, 
205 USPQ 495. In the alternative, the claimed process temperature, pressure, and time would 
obviously have been provided by the process disclosed by Marshall Note In re Best, 195 USPQ 
433, footnote 4 (CCPA 1977) as to the providing of this rejection under 35 USC 103 in addition 
to the rejection made above under 35 USC 102. Therefore, claims 1, 8, 16 are rejected. 

With respect to claim 15, it is noted that Marshall also teaches a rib bonding pattern (col. 
6, lines 13-18). Thus, claim 15 is also rejected. 

8. Similarly, claims 10, 11, 14, 18-20, and 24 are rejected under 35 USC 102(b) as being 
anticipated by, or in the alternative, under 35 USC 103(a) as being unpatentable over the cited 
Marshall patent. 

Claims 10, 11, 14, 18-20, and 24 limit the nonwoven of claims 8 and 16 to having 
specified physical properties. It is argued that said properties are inherent to the nonwoven of 
claims 8 and 1 6 since the Marshall nonwoven meets the structural limitations presently claimed. 
The burden is upon applicant to prove otherwise. In re Fitzgerald, 205 USPQ 495. In the 
alternative, the claimed physical properties would obviously have been provided by the process 
disclosed by Marshall. Note In re Best, 195 USPQ 433, footnote 4 (CCPA 1977) as to the 
providing of this rejection under 35 USC 103 in addition to the rejection made above under 35 
USC 102. Therefore, said claims are rejected. 

9. Claims 1-5, 8, 9, 12, 13, 16, and 17 are rejected under 102(b) as being anticipated by, or 
in the alternative, under 35 USC 103(a) as being unpatentable over US 5,424,1 15 issued to 
Stokes. 
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Stokes discloses a point bonded nonwoven fabric made from bicomponent fibers 
comprising a polyolefin and a polyamide (abstract). The nonwoven is point bonded with a bond 
surface area range of 5-50% and number of emboss points ranges from 50-1500/in (about 8- 
230/cm 2 ) (col 4, lines 25-34). Although Stokes does not discuss the opacity of the bond points, 
it is reasonable to presume said bond points would not be translucent. Support for said 
presumption is found in the fact that the bonding process conditions are such that only the lower 
melting point polyolefin component is fused, while the polyamide component remains 
unchanged. As such, the bond points would remain opaque due to the presence of the unmelted 
polyamide component of the fibers. The burden is upon applicant to prove otherwise. In re 
Fitzgerald, 205 USPQ 495. In the alternative, the claimed process conditions and translucency 
would obviously have been provided by the process disclosed by Marshall. Note In re Best, 195 
USPQ 433, footnote 4 (CCPA 1977) as to the providing of this rejection under 35 USC 103 in 
addition to the rejection made above under 35 USC 102. Therefore, claims 1-5, 8, 9, 12, 13, 16, 
and 17 are rejected. 

10. Similarly, claims 1 1, 14, 19, 20, and 24 are rejected under 35 USC 102(b) as being 
anticipated by, or in the alternative, under 35 USC 103(a) as being unpatentable over the cited 
Stokes patent . 

Claims 11, 14, 19, 20, and 24 limit the nonwoven of claims 8 and 16 to having specified 
physical properties. It is argued that said properties are inherent to the nonwoven of claims 8 and 
16 since the Stokes nonwoven meets the structural limitations presently claimed. The burden is 
upon applicant to prove otherwise. In re Fitzgerald, 205 USPQ 495. In the alternative, the 
claimed physical properties would obviously have been provided by the process disclosed by 
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Stokes. Note In re Best, 195 USPQ 433, footnote 4 (CCPA 1977) as to the providing of this 
rejection under 35 USC 103 in addition to the rejection made above under 35 USC 102. 
Therefore, said claims are rejected. 



Claim Rejections - 35 USC § 103 

11. Claims 2-5, 9, 12, 13, and 17 are rejected under 35 USC 103(a) as being unpatentable 
over the cited Marshall patent in view of US 5,424,1 15 issued to Stokes. 

Marshall is silent with respect to the percentage of the cross-sectional area of point 
bonding and the number of bosses/cm . Hence, one must look to the prior art for guidance. 
However, the presently claimed area percentages and boss numbers are well known in the art. 
For example, as noted above, Stokes teaches a point bonded nonwoven fabric wherein the total 
bonded area of the nonwoven ranges from 5-50% and the number of emboss points ranges from 
50-1500/in 2 (about 8-230/cm 2 ) (col. 4, lines 25-34). Thus, it would have been obvious to one of 
ordinary skill in the art to employ the claimed bond cross-sectional area and number of bosses 
per area since these values are known in the art to produce successful point bonded nonwovens. 
Therefore, claims 2-5, 9, 12, 13, and 17 are rejected. 

12. Claims 5 and 6 are rejected under 35 USC 103(a) as being unpatentable over the cited 
Marshall patent. 

Claims 5 and 6 are rejected under 35 USC 103(a) as being unpatentable over the cited 
Stokes patent. 

Neither Marshall nor Stokes explicitly teach the claimed bonding pressure or residence 
time. However, it would have been obvious to one of ordinary skill in the art to modify the 
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pressures and times disclosed in the cited prior art. Specifically, it has been held that discovering 
an optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 205 USPQ 215. It is readily recognized in the art of point bonding nonwovens that 
bonding pressure, temperature, time, roll hardness, and percent bond area are variables which 
affect the structural integrity, tensile strength, and opacity of the point bonds. Hence, it would 
have been obvious to one of ordinary skill in the art to optimize any of said variables to achieve 
the desired bond effect. Therefore, claims 5 and 6 are rejected over the cited prior art. 

13. Claim 15 is rejected under 35 USC 103(a) as being unpatentable over the cited Stokes 
patent in view of the cited Marshall patent or US 4,091,137 issued to Miller. 

Stokes does not explicitly teach the claimed ribbed point bonding pattern of claim 15. 
However, said pattern is well known in the art. For example, Marshall teaches a rib bonding 
pattern (col. 6, lines 13-18). Miller teaches a similar rib bonding pattern (col. 9, lines 1-10). 
Thus, it would have been obvious to employ the known rib embossing pattern to both sides of the 
nonwoven of Stokes in order to provide sufficient integrity to the nonwoven. Therefore, claim 
1 5 is rejected as being obvious over the cited prior art. 

14. Claims 21-23 are rejected under 35 USC 103(a) as being unpatentable over the cited 
Marshall patent. 

Claims 21-23 are rejected under 35 USC 103(a) as being unpatentable over the cited 
Stokes patent. 

Claims 21-23 are drawn to a bed linen, protective apparel, and an operating room drape, 
respectively, made from nonwoven sheet of claim 8. It is argued that claims 21-23 are rejected 
along with claim 8 since the preamble limitations of said bed linen, protective apparel, and an 
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operating room drape merely describe an intended use, rather than adding any structural features 
to the nonwoven sheet of claim 8. A preamble is generally not accorded any patentable weight 
where it merely recites the purpose of a process or the intended use of a structure, and where the 
body of the claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
USPQ 15 (CCPA 1976) mdKropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 
1951). 

In the event, said preamble limitations are given patentable weight, it is argued that it is 
well known in the art to make the claimed articles out of disposable nonwoven materials. Thus, 
it would have been obvious to one skilled in the art to employ the nonwoven according to 
Marshall or Stokes for bed linens, protective apparel, or an operating room drape in order to 
expand the number of applications of said nonwoven. Therefore, claims 21-23 are rejected. 

Conclusion 

1 5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cheryl Juska whose telephone number is 571-272-1477. The 
examiner can normally be reached on Monday-Friday 10am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached at 571-272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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17. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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IMAPTY /EXAMINER 



March 20, 2004 



